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W M A R K S 

Reconsideration of this application, as amended, is 
respectfully requested. 

PR. THE AL Ti^WABT.P. SUB.TCCT MATTER 

The Examiner's allowance of claims 29 and 30 and the 
Examiner's indication of the allowability of the subject matter 
of claims 4 and 9-12 are respectfully acknowledged. 

Allowed claims 29 and 30 have been amended only to make some 
minor clarifying amendments to put them in better form for 
issuance in a U.S. patent. 

in addition, new independent claims 31 and 32 have been 
added to recite the subject matter of allowable claims 4 and 9 
rewritten in independent form. And it is respectfully pointed 
out that new claim 31 avoids unnecessarily reciting that the 
shutter mechanisms are provided at the laser output terminals of 
the laser oscillators. 

Still further, new independent claims 33 and 34 have been 
added to recite the subject matter of allowed independent 
claims 29 and 30 without the unnecessary recitation that the 
shutter mechanisms are provided at the laser output terminals of 
the laser oscillators. 

NO new matter has been added, and no new issues with respect 
to patentability have been raised. Accordingly, it is 



-25- 



PA6E m ' RCVD AT mm 2:47:S6 PM [Eastern Standard Time] ' SVR:USI>TaEF)(RF-1/19 ' DNIS:2738300 ' CSIDiH 212 319 5101 ' DURATION ifmpm 



MAR. 13. 2006 2:58PM +1-212-319-5101 customer 01933 



NO. 9192 P. 26 



Customer No. 01933 

Application NO. 10/798,775 
Response to Office Action 

respectfully requested that the amendments to claims 29 and 30 
and the addition of claims 31-34 be approved and entered, and it 
is respectfully submitted that claims 29^34 are now all in 
condition for immediate allowance. 

It is respectfully submitted, moreover, that the amendments 
to claims 29 and 30 are not related to patentability, and do not 
narrow the scope of these claims either literally or under the 
doctrine of equivalents. 

RF.i THE SPffr.TFTCATlON 

The specification has been amended to correct two minor 
informalities of which the undersigned has become aware. No new 
matter has been added, and it is respectfully requested that the 
amendments to the specification be approved and entered. 

pp.; THE ^-^g-I?* RMF-WnMENTS 

Claim 1 has been amended to clarify the features of the 
present invention whereby the light source section has a light 
source optical axis, and the illumination system has an 
illumination system optical axis- In addition, claim 1 has been 
amended to clarify the features of the present invention whereby 
when the illumination switching section selects the first optical 
path is selected, the light source optical axis coincides with 



-26- 



PA6E2Sm'RCVDAT3f13/20l)fi 2:47:56 PM [Eastern Standard Tiine]'SVR:USP^^^ 



MAR. 13.2006 2:58PM +1-212-319-5101 customer 01933 



NO. 9192 P. 27 



Customer No. 01933 

Application No. 10/798,7-75 
Response to Office Action 

the illumination optical axis, and whereby when the second 
optical path is selected, the light source optical axis is offset 
with respect to the illumination optical axis. See, for example, 
the disclosure In the specification at page 10, line 11 to 

page 11, line 23. 

in addition, claim 7 has been amended to clarify the 
features of the present invention whereby the illumination system 
which has an illumination optical axis, whereby the first light 
transmission section guides the first illumination light output 
from the first light source to a first optical path, which has an 
optical axis that coincides with the illumination optical axis 
and along which the firsf illumination light is guided through 
the illumination system and along an optical axis of the 
objective, and whereby the second light transmission section 
guides the second illumination light output from the second light 
source to a second optical path, which has an optical axis that 
is offset with respect to the illumination optical axis and along 
which the second illumination light is guided through the 
ilWnation system to realize the total reflection illumination 
on the target. See, for example, the disclosure in the 
specification at page 10, line 11 to page 11, line 23, 

Still further, claims 1-30 have also been amended to make 
some minor grammatical improvements and to correct some minor 
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antecedent ba=ls problem. ,o as to put the =lains in better form 
for issuance in a U.S. patent. 

Finally, new claims 35 and 36 have been added to recite the 
subject matter of amended independent claims 1 and 7, with the 
clarification that the illumination system is telecentric, as 
supported by the disclosure in the specification at page 10, 
lines 8-10. 

NO new matter has been added, and it is respectfully 
requested that the amendments to claims 1-30 and the addition of 
new claims 35 and 36 be approved and entered. 

It is respectfully requested, moreover, that withdrawn 
claims 17-28 be considered on the merits and allowed if and when 
their parent claims 1 and 7 are allowed. 

CLAIM FEB 

The application was originally filed with 30 claims of 
which 4 were independent, and the appropriate claim fee was paid 
for such claims. The application now contains 36 claims, of 
which 10 are independent. Accordingly, a claim fee in the amount 
of $1500 for the addition of 6 extra independent claims and 6 
extra claims in total is attached hereto. In addition, 
authorization is hereby given to charge any additional fees which 
may be determined to be required to Account No. 06-1378. 
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p p.- THE PRT ^T^ ^^-^ RF..TF.CTION 

Claims 1-3 and 5-8 w.re rejected under 35 USC 102 as being 
anticipated by US 2002/0097489 (^^Kawano et al"); claims 13-15 
were rejected under 35 USC 103 as being obvious in view of the 
combination of Kawano et al and USP 5,552,892 (^^Nagayama") ; and 
Claim 16 was rejected under 35 USC 103 as being obvious in view 
of the combination of Kawano et al, Nagayama and USP 6,501,551 
("Tearney et al") - These rejections, however, are respectfully 
traversed with respect to the claims as amended hereinabove. 

According to the present invention as recited in amended 
claim 1, an illumination switching apparatus is provided which 
comprises: an objective having a numerical aperture which enables 
total reflection illumination to be performed on a target; a 
light source section which has a light source optical axis 
and outputs illumination light; an illumination system which has 
an illumination system optical axis and guides the illumination 
light output from the light source section to the objective; and 
an illumination switching section which selects one of a first 
optical path and a second optical path. As recited in amended 
claim 1, when the first optical path is selected, the light 
source optical axis cpi^cides with the illumination optical axis, 
and the illumination light output from the light source section 
is guided through the illumination system to travel along an 
optical axis of the objective to illuminate the target in a 
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standard observation i.ode. i^d as recited in amended claim 1, 
when the second optical path is selected, the light source 
optical axis is offset with respect to the illutrdnation optical 
axis, and the illumination light output from the light source 
section is guided through the illumination system and the 
objective to illuminate the target in a total reflection 

observation mode- 

According to the present invention as recited in amended 
independent claim 7, moreover, an illumination switching 
apparatus is provided which comprises: an objective having a 
numerical aperture which enables total reflection illumination to 
be performed on a target; a first light source which outputs 
first illumination light; at least one second light source which 
outputs second illumination light; and an illumination system 
which has an illumination optical axis and guides a received one 
of the first and second illumination light to the objective. As 
recited in amended independent claim 7, a first light 
transmission section guides the first illumination light output 
from the first light source to a first optical path, which has an 
optical axis that coincides with the illumination optical axis 
and along which the first illumination light is guided through 
the illumination system and along an optical axis of the 
objective, and a second light transmission section guides the 
second illumination light output from the second light source to 
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a second optical path, which has an optical axis that is 
With respect to the illumination optical axis and along which the 
second illumination light is guided through the illundnation 
system to realize the total reflection Illumination on the 
target. And as recited in amended independent claim 1, a first 
illumination switching section is selectively operable to 
pemit the first illumination light output from the first light 
source to be guided to tl^e first light transmission section, and 
to interrupt the first illumination light, and a second 
illumination switching section is selectively operable to 
permit the second illumination light output from the second light 
source to be guided to the second light transmission section, and 
to interrupt the second illumination light. 

New independent claims 35 and 36, moreover, recite the 
subject matter of claims 1 and 7, respectively, and also recite 
that the illumination system is telecentric. 

Thus, according to the present invention as recited in each 
of amended independent claims 1, 7 and new independent claims 35 
and 36, light is guided along a first optical path along an 
optical axis that coincides with an optical axis of the 
illumination system and is guided along an optical axis of the 
objective lens, or light is guided along a second optical path 
along an optical axis that is offset with respect to the optical 
axis of the illumination system. Thus, the first optical path 
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may be used for standard illumination, while the second optical 
path may be used for total reflection illumination. 

By contrast. Fig. 7 of Kawano et al shows a microscope 
optical system in which first and second optical paths from light 
sources 302 and 702 are made to ssms^SS: at the beam splitter 706, 
According to Kawano et al, the shutter 704a may be opened to allow 
the microscope to function with standard observation, or closed 
for total internal reflection observation. In the optical system 
of Kawano et al, beam splitter 706 and slit member 324 may 
disadvantageously limit the light available for observation. 

Nagayama, moreover, has merely been cited for the disclosure 
of guiding light through an optical fiber and reflecting light 
emitted from the fiber. 

Still further, Tearney et al has merely been cited for the 
disclosure of a total reflection microprism. 

Accordingly, it is respectfully submitted that even if the 
teachings of Nagayama and Tearney et al were combinable with 
Kawano et al in the manner suggested by the Examiner, the 
combination thereof still would not achieve the features of the 
present invention as recited in amended independent claims 1 and 
7 and new independent claims 35 and 36 whereby first and second 
optical paths are provided such that light is guided along a 
first optical path along an optical axis that coincides with an 
optical axis of the illumination system and is guided along an 
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optical axi. o£ the objective len. (..g. for standard observation 
as recited ir claima 1 and 35), ox light i= guided along a second 
optical path along an optical axis that is otU.t with respect to 
the optical axis of the ilHH,^nation system to perform total 

reflection illumination. 

in View of the foregoing, it is respectfully submitted that 
the present invention as recited in each of amended independent 
claims 1 and 7, new independent claims 35 and 36, and each of 
amended claims 2-6 and 8^30 respectively depending from claims 1 
and 7, clearly patentably distinguishes over Kawano et al, 

^ m ^4- =.1 i-aieen sinalv or in any combination 

Nagayama and Tearney et al, taicen singly 

under 35 USC 102 as well as under 35 USC 103. 



******** 



*************** 



Entry of this Amendment, allowance of the claims and the 
passing of this application to issue are respectfully solicited. 

If the Examiner has any comments, questions, objections or 
recommendations, the Examiner is invited to telephone the 

undersigned for pron«)t action. 

Respectfully submitted, 
/Douglas Holtz/ 

Douglas Holtz 
Reg. No. 33,902 

Frishauf, Holtz, Goodman & Chick, P.C. 

220 Fifth Avenue - 16^" 

New York, New York 10001-7708 

Tel. No. (212) 319-4900 

DH:iv 

encs.. 
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